TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

Paper No. 25

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ANNETTA BEATTY

Appeal No. 97-1133
Application 08/424, 2471

ON BRI EF

Y Application filed April 17, 1995. According to appel -
| ant, the application is a continuation of Application
08/198,904, filed February 18, 1994, abandoned; which is a
rei ssue of U S. Patent 5,135,279, issued August 4, 1992, which
derived from
Application 07/728,647, filed July 11, 1991.
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Bef ore COHEN, FRANKFORT and NASE, Adm ni strative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's
final rejection of clains 1, 5, 8, 11, 14 and 16. Cains 3, 4,
6, 7, 9, 10, 12 and 13 stand allowed. Caim15, the only
ot her cl ai m pendi ng herein, has been objected to by the
exam ner and indicated to be allowable if rewitten in

i ndependent form C aim2 has been cancel ed.

Appel lant's invention relates to a shade assenbly
for the windshield or windows of a notor vehicle. Caim1lis
representative of the subject matter on appeal and a copy of
that claim as it appears in the Appendix to appellant's

brief, is attached to this deci sion.

The prior art references of record relied upon by

the examner in rejecting the appealed clains are:
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Kivi kink et al. (Kivikink) 1,468, 115 Sept. 18,
1923
Sel ph 3, 868, 293 Feb. 25,
1975
Bryngel son 5,024, 479 June 18,
1991

(filed Nov. 16, 1989)

Addi tional prior art references relied upon by this

panel of the Board in a newrejection of all of the pending

clainms in this application under 37 CFR § 1.196(b) are:

St ul bach 3, 183, 033 May 11,
1965
Kl ose 4,979, 775 Dec. 25,
1990

Clainms 1, 5, 8, 11, 14 and 16 stand rejected under
35 U.S.C. 8 103 as being unpatentabl e over Kivikink in view of

Bryngel son and Sel ph.

Rat her than reiterate the examner's full statenment

of the above-noted rejection and the conflicting viewpoints
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advanced by the exam ner and appell ant regarding the rejec-
tion, we make reference to the final rejection (Paper No. 17,
mai | ed Novenber 27, 1995) and to the exam ner's answer (Paper
No. 24, mailed Cctober 17, 1996) for the exam ner's conplete
reasoning in support of the rejection, and to appellant's
brief (Paper No. 23, filed Septenber 4, 1996) for appellant's

argument s t her eagai nst.

OPI NI ON
In reaching our decision in this appeal, we have
gi ven careful consideration to appellant's specification and
clains, to the applied prior art references, and to the re-
spective positions articulated by appellant and the exam ner.

As a consequence of

our review, we have nade the determ nation that the exam ner's
rejection of the appealed clains under 35 U S.C. 8§ 103 is not
wel |l founded and will therefore not be sustai ned. However, we

have al so decided to enter a new ground of rejection agai nst



Appeal No. 97-1133
Application 08/ 424, 247

all of the pending clains in this application under our au-
thority provided by 37 CFR 8§ 1.196(b). Qur reasoning in

support of these determ nations follows.

Turning first to the examner's rejection of the
appeal ed clains under 35 U.S.C. § 103, we share appellant's
view that there is no teaching or suggestion in the applied
prior art references which would have | ed a person of ordinary
skill in the art to selectively nodify the antiglare screen
or shade of Kivikink in the manner urged by the examner. |t
is our view, after a careful review of these references, that
in searching for an incentive for nodifying the shade of
Ki vi ki nk, the exam ner has inperm ssibly drawn from appel -
lant's own teachings and fallen victimto what our review ng
Court has called "the insidious effect of a hindsight syndrone
wherein that which only the inventor taught is used agai nst

its teacher." W L. CGore & Associates, Inc. v. Garlock, Inc.,

721 F.2d 1540, 1553, 220 USPQ 303, 313 (Fed. Cr. 1983), cert.

deni ed, 469 U.S. 851 (1984).
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Since we have determ ned that the exam ner's concl usion of
obvi ousness i s based on a hindsight reconstruction using

appel lant's own disclosure as a blueprint to arrive at the

cl ai med subject matter from di sparate teachings in the prior
art, it follows that we will not sustain the exam ner's rejec-
tion of appealed clains 1, 5, 8, 11, 14 and 16 under 35 U.S.C.

§ 103.

Under the authority provided by 37 CFR § 1.196(b),
as anended Decenber 1, 1997, we nmake the follow ng new rejec-

tion of all of the clains pending in this application.

Clainms 1 and 3 through 16 are rejected under 35
U S.C 8§ 103 as being unpatentable over Kl ose in view of

St ul bach or Kivi kink and Sel ph.

As noted on page 1 of appellant's specification in
the "BACKGROUND OF THE I NVENTION," Klose (U S. Patent No.
4,979, 775) discloses a windshield shade assenbly |ike that

defined in appellant's pending clains, with the exception that
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t he shade nenbers (8) of Klose are not indicated to be nade of
a "transparent plastic polarized material"” which would all ow
the shade nenbers to be used to protect the driver's eyes from

the gl are of

the sun, while not otherwise limting his vision or restrict-
ing his field of view Kl ose does not specifically indicate
what material the shade (8) is made from but, notes at col um
1, lines 36-39, that the wi ndow shade therein is intended to
substantially inprove screening of a windshield and thus

i nprove the protection against sunlight and against |ight from

onconi ng vehi cl es.

St ul bach di scl oses an antiglare shield or shade for
a notor vehicle windshield (58) wherein the retractabl e shade
nmenbers (e.g., 52, 54) are nade of transparent plastic sheets
which are tinted or pignented to be of different colors, such
as, blue and yellow, respectively (col. 2, lines 60-62). Each
shade is said to be pignented so that glaring sunlight, street

lights and other elevated Iights are nost effectively excluded
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by the darker upper portions thereof, while the | ower portions
which receive little glare are lighter in tint or color so as
to provide a better view of the roadway to the driver (col. 4,

lines 17-23).

Ki vi ki nk, |ike Stul bach, discloses an antiglare
shade or screen for a notor vehicle wi ndow wherein a retract-
abl e shade nenber (4) nmay be made of "any material suitable

for tenpering or

di m nishing the glare of |ight w thout obscuring the driver's
vi ew of the roadway" (page 1, col. 2, lines 92-94). 1In
particul ar, Kivikink notes that the shade nenber (4) is

preferably made of transparent col ored cell ul oid.

Sel ph discloses a reusable glare elimnator for use
in the windows of a notor vehicle. After discussing the
prior art attenpts to use a tinted visor or patch to reduce or
elimnate the glare fromthe sun or other Iight sources (col.

1, lines 17-27), Sel ph suggests that a patch of polarized
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cellul ose acetate, which nay be tinted, can be enployed to
provide the desired glare elimnation, wthout the need of the

fairly heavy tinting required in the prior art devices.

After a collective evaluation of the teachings of
the applied references, it is our opinion that it would have
been obvious to one of ordinary skill in the art at the tine
of appellant's invention to have nmade the shade nenbers (8) of
Klose froma transparent tinted plastic material so as to
bl ock a substantial portion of sunlight or other glare
producing lights that nay inpinge on the wi ndow, and to
provi de such an advantage w t hout otherw se obscuring the

driver's view of the roadway, as

clearly suggested in Stul bach or Kivikink. W further

consi der that, based on the teachings of Selph, a person of
ordinary skill in the art would have been led to select a
transparent, tinted plastic polarized material as the
particular material fromwhich to make the shades (8) of Klose

so as to gain the advantages noted in Selph (i.e., so as to
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bl ock the desired degree of light, w thout unnecessarily
inmpairing the driver's view of the roadway and w thout the

need for the fairly heavy tinting used in the prior art).

Wth particular regard to previously all owed
I ndependent clains 3, 7, 9 and 13, and the clains which depend
therefrom we note again that the shade assenbly of Klose is
fully responsive to the dual shade arrangenent set forth in
these clains, except for the particular material from which
t he shade nenbers are made. As already articul ated above, it
is our opinion that it would have been obvious to one of
ordinary skill in the art, fromthe conbi ned teachi ngs of
Kl ose, Stul bach, Kivikink and Sel ph, to nodify the shade
arrangenent of Klose to utilize a transparent, tinted plastic
pol ari zed material as the particular nmaterial fromwhich the
shades (8) are nmade, so as to gain the noted advant ages

clearly set forth in the secondary references.

To summari ze, the decision of the exam ner to reject

clains 1, 5, 8, 11, 14 and 16 under 35 U S.C. § 103 is

10



Appeal No. 97-1133
Application 08/ 424, 247

reversed; however, a new ground of rejection against clains 1
and 3 through 16 has been entered by this panel of the Board

under 37 CFR § 1.196(b).

Thi s deci sion contains a new ground of rejection
pur- suant to 37 CFR § 1.196(b) (anended effective Dec. 1,
1997, by final rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct.
10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63, 122
(Cct. 21, 1997)). 37 CFR § 1.196(b) provides that “[a] new
ground of rejection shall not be considered final for purposes

of judicial review”

37 CFR 8§ 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI S| QN, nust exer -

cise one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c)) as to the rejected clains:
(1) Submt an appropriate anmendnent of
the clains so rejected or a show ng of
facts relating to the clains so rejected,

or both, and have the natter reconsidered
by the exam ner, in which event the
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application will be remanded to the
exam ner.

(2) Request that the application be
reheard under 8§ 1.197(b) by the Board of
Pat ent Appeal s and Interferences upon the
same record.

No tinme period for taking any subsequent action in

con-nection with this appeal nay be extended under 37 CFR §

1.136(a).
REVERSED, 37 CFR § 1.196(b)
| RWN CHARLES COHEN )
Adm ni strative Patent Judge )
)
)
)  BOARD OF
PATENT
CHARLES E. FRANKFORT ) APPEALS AND
Adm ni strative Patent Judge )
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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Dar by & Dar by
805 Third Avenue
New Yor k, NY 10022
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APPENDI X

1. A shade assenbly for a vehicle w ndshield
conpri si ng:

at |l east two brackets attachable at a top of the
wi ndshi el d at respective spaced apart | ocations of the
wi ndshi el d and

at | east one flexible shade nenber, said shade
menber bei ng made of a transparent plastic polarized materi al
that bl ocks a substantial portion of sunlight; and

a shade wi ndi ng nechani sm secured between said at
| east two brackets, said shade wi ndi ng nmechani sns i ncl udi ng
a non-rotatabl e axl e havi ng opposite ends securable in said
brackets and a cylindrical shaft rotatably nounted about said
axl e, said shade nenber being fastened by one | ongitudina
edge to the shaft so as to be vertically extendabl e such that
a vertical dinmension of said shade varies upon rotation of
said shaft, and that when said shade is fully extended a
substantial portion of a vertical dinmension of said w ndshield
I's covered to block sunlight when in an unwound position and
when in a wound position said shade is wound upon the shaft.
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